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Art Unit: 2621 

DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments with respect to claims 6, 10, 13, 18, 21, 22, 23, 26, 29, 42 
and 82 filed on 01/10/2008 have been considered but are moot in view of the new 
ground(s) of rejection. 

Kamibayashi et al (US 6847950) discloses mutual authentication, a first 
authentication means, a second authentication means, an encryption means and a 
decryption means. References are provided below. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent thereof, subject to the conditions and 
requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility " (Official Gazette notice of 22 November 2005), Annex 
IV reads as follows: 

Claims that recite nothing but the physical characteristics of a form of energy, such 
as a frequency, voltage, or the strength of a magnetic field, define energy or 
magnetism, per se, and as such are nonstatutory natural phenomena. O'Reilly, 56 
U.S. (15 How.) at 112-14. Moreover, it does not appear that a claim reciting a signal 
encoded with functional descriptive material falls within any of the categories of 
patentable subject matter set forth in Sec. 101. 
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... a signal does not fall within one of the four statutory classes of Sec. 101 

... signal claims are ineligible for patent protection because they do not fall within any of the four statutory 
classes of Sec. 101. 

Claim 82 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows. 

Claim 82 defines "storage medium" with descriptive material. While 
"functional descriptive material" may be claimed as a statutory product (i.e., a 
"manufacture") while embodied on a tangible computer readable medium, recording 
medium embodying that same functional descriptive material is neither a process nor a 
product (i.e., a tangible "thing") and therefore does not fall within one of the four 
statutory class of §101. Rather, "medium" is a form of energy, in the absence of any 
physical structure or tangible material. Examiner recommends changing "A storage 

medium or a removable storage medium " to "A computer readable storage medium 

or a computer readable removable storage medium on which a program is 
recorded ". 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 6, 10, 13, 18, 21, 22, 23, 26, 29, 42, and 82 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Aoyama et al (US 6810200) in view of Kamibayashi 
et al (US 6847950). 

Regarding claim 6 Aoyama et al discloses a playback/recording apparatus for 

performing transfer of contents recorded on an erasable storage medium, between 
apparatuses: 

said playback/recording apparatus comprising a playback/erasing apparatus as a 
first apparatus (fig 2, 1080 and 1071, col 6, lines 10-16, illustrates the combination of 
CD 1080 and data storage unit 1071 as playback and fig 2, 1070, col 6, lines 10-24 
deletes the data, comprise the first apparatus) a recording apparatus as 
a second apparatus (fig 2, 1070 and 1090, and fig 3, 1200 and 1090, col 6, lines 55 - 
61, comprise recording apparatus) and a transmission line such as a transmission cable 
or the like for connecting the first and second apparatuses (fig 3, 1090, col 6, lines 65 - 
67, SD card 1090 loads music data and becomes the transmission media) 
said first apparatus comprising: 

transfer of contents between itself and the second apparatus (col 1 1 , lines 1 - 8, 
illustrates copying of data from CD to HD and SD card) 

a playback means for reproducing contents recorded on a first storage 
medium (fig 2, 1010, col 5, lines 41 - 43 reads data from CD) and outputting the 
reproduced contents (col 6, lines 10-15, outputs the reproduced contents on SD and 
data storage) 

a detection means for detecting copyright information of the contents (fig 2, 



Application/Control Number: 10/031,360 
Art Unit: 2621 



Page 5 



1020, col 5, lines 60 - 67, judges or detects copyright information) 

an erasing means for erasing the contents from the first storage medium (col 10, 
lines 9-13, illustrates data from HD being deleted as soon as it is written onto SD card) 

said second apparatus comprising: 

transfer of contents between itself and the first apparatus (fig 2, 1020, col 6, lines 
5-9 illustrates transfer of contents) 

a recording means for recording the contents on a second storage means (fig 2, 
1090, col 6, lines 5-8, writes data on SD card) 

wherein, when performing transfer of the contents, the contents are reproduced 
by the playback means and outputted and, the contents are erased from the first 
storage medium by the erasing means, and the contents are recorded on the second 
storage means by the recording means, thereby transferring the contents, (rejected 
based on the information contained above) 

However Aoyama et al does not disclose a first and second authentication 
means for performing mutual authentication, an encryption means for encrypting the 
output from the playback and a decryption means for decrypting the encrypted data 

On the other hand Kamibayashi et al teaches a first and second authentication 
means for performing mutual authentication (first authentication fig 5, 6c, second 
authentication fig 5, 13d and mutual authentication fig 5, col 7, lines 58 - 65, col 8, 
line 24 to col 9 line 40) an encryption means for encrypting the output from the playback 
(col 5, lines 29-31) and a decryption means for decrypting the encrypted data (col 12, 
lines 4-9) 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate a first and second authentication means for performing mutual 
authentication, an encryption means for encrypting the output from the playback and a 
decryption means for decrypting the encrypted data as taught by Kamibayashi et al in 
the system of Aoyama et al in order to be accessible by secret specific procedures. 

Regarding claim 21 Aoyama et al discloses the playback/recording apparatus 
defined further comprising a temporary storage means for temporarily storing the 
contents; wherein the contents are temporarily stored in the temporary storage means 
(fig 2, 1071, col 6, lines 5-9 illustrate HD as temporary storage) 

Regarding claim 26 Aoyama et al discloses the playback/erasing apparatus as 
the first apparatus further comprising a first control means for controlling the playback 
means (fig 2, 1010, col 5, lines 41 - 43) and erasing means (fig 2, 1070, col 6, lines 20 
- 24 illustrates deleting data); wherein the playback means and erasing means are 
controlled by the first control means, thereby performing transfer of the contents, 
(fig 2, 1010 and 1070 together with 1020 perform transfer of contents) 

Claims 10, 13 and 18 are rejected based on claim 6 above 

Claims 22 and 23 are rejected based on claim 21 above 

Claims 29, 42, and 82 are rejected based on claim 26 above 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure 
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Ogino (US 6433946) discloses method and device for controlling information 
signal recording. 

Yamamoto et al (US 6904227) discloses device and method for editing video 
and/or audio data recorded in a disc storage medium. 

Hirai (US 6839503) discloses transfer apparatus and recording control system 
using a transfer control method selected based on a transfer rate of data. 

Kawamae et al (US 6578149) discloses a method for producing data, apparatus 
for reproducing data, method for coding data, method for recording data. 

Kori et al (US 6480607) discloses an encrypted reproducing transmitting and 
processing method and apparatus with separately encrypted control data. 

Ogino (US 6427047) discloses an apparatus and method for detecting the 
unauthorized duplication of a signal. 

Kori et al (US 5778064) discloses an apparatus and method for processing a 
high definition video signal. 

Kim et al (US 5799081) discloses an illegal view/copy protection method and 
apparatus for digital broadcasting system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Syed Y. Hasan whose telephone number is 571-270- 
1082. The examiner can normally be reached on 9/8/5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

S.Y.H. 
04/08/2008 



/Thai Tran/ 

Supervisory Patent Examiner, Art Unit 2621 
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Practitioner's Docket No.: 967_023 PATENT 

IN THE UNITED STATES FaVeNT AND TRADEMARK OF1 |£fpQ£| \/FD 

In re the application of: Koichi Komoda 

JUN 1 6 2004 

serial no.: 10/031,360 Art Unit: 2615 Technology Center 2600 

Filed: January 18, 2002 Examiner: James A. Fletcher 

For: PLAYBACK/RECORDING APPARATUS 



Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



"EXPRESS MAIL" mailing label number .EL 962599495 US 

1 hereby certify that this paper or fee is being deposited with the 
United States Postal Service "Express Mail Post Office to 
Addressee" service under 37CFR 1. 10 addressed to the Mail 
Stop Amendment, Commissioner for Patents, P.O. Box 1450, 
<ttex andria » VA 22313-1450 online 10, 2004. 

Susanne C. Aregano Q 



SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 

Sir: 

Pursuant to 37 C.F.R. §1.56 and 37 C.F.R. §§1.97, 1.98, the attention of the 
Patent and Trademark Office is hereby directed to the reference listed on the 
attached Form PTO-1449. A copy of the reference listed on Form PTO-1449 is 
attached. 

In compliance with the concise explanation requirements under 37 CFR 
§ 1 .98(a)(3) for foreign language documents, Applicant encloses herewith a copy of 
a corresponding English language version thereof. 

37 CFR 1.98(a)(3)(H) states that if no translation is submitted, the Examiner 
will consider the information in view of the concise explanation and insofar as it is 
understood on its face, e.g., drawings, chemical formulas, English language 
abstracts, in the same manner that non-English language information in Office 
search files is considered by examiners in conducting searches. "The duty of candor 
does not require that the applicant translate every foreign reference, but only that the 
applicant refrain from submitting partial translations and concise explanations that it 
knows will misdirect the examiner's attention from the reference's relevant 
teaching." 204F.3d at 138, 54 USPQ2d at 1008. 



BEST AVAILABLE COPY 



The above information is presented so that the Patent and Trademark Office 



may, in the first instance, determine r any materiality thereof to the claimed invention. 
See 37 CF.R. §1.1 04(a) and §1.105 concerning the PTO duty to consider and use 
any such information. It is respectfully requested that the information be expressly 
considered during the prosecution of this application, and that this reference be made 
of record therein and appear among the "References Cited" on any patent to issue 
therefrom. 

The present Information Disclosure Statement is being filed (1) no later than 
three months from the application's filing date or (2) before the mailing date of the 
first Office action on the merits (whichever is later), and therefore no certification 
under 37 CF.R. § 1.97(e) or fee under 37 CF.R. §1.1 7(p) is required. 

The Director is hereby authorized to charge any additional fees associated 
with this communication or credit any overpayment to Deposit Account No. 50- 



0289. 



Respectfully submitted, 




ALL MARJAMA & BILINSKI LLP 



Date: June 10, 2004 



By: 



Peter J. Bilinski 
Reg. No. 35,067 



PJB/sca 

Telephone: (315)425-9000 



Customer No.: 20874 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



re the application of: 



Koichi Komoda 



Filed: January 18, 2002 



Ser.No.: 10/031,360 



Art Unit: Not Assigned 



Examiner: Not Assigned 



RECEIVED 

JUL 1 6 2002 
Technology Center 2600 



For: PLAYBACK/RECORDING APPARATUS 



Assistant Commissioner for Patents 
Washington, DC 20231 




INFORMATIO N DISCLOSURE STATEMENT 



Sir: 



Pursuant to 37 C.F.R. §1.56, the attention of the Patent and Trademark Office is 
hereby directed to the references listed on the attached Form PTO-1449. Copies of each of 
the references listed on Form PTO-1449 are attached. 

The above information is presented so that the Patent and Trademark Office may, in 
the first instance, determine any materiality thereof to the claimed invention. See 37 C.F.R. 
§1.1 04(a) and §1.105 concerning the PTO duty to consider and use any such information. It 
is respectfully requested that the information be expressly considered during the prosecution 
of this application, and that these references be made of record therein and appear among the 
"References Cited" on any patent to issue therefrom. 

The present Information Disclosure Statement is being filed (1) no later than three 
months from the application's filing date or (2) before the mailing date of the first Office 
Action on the merits (whichever is later), and therefore no certification under 37 C.F.R. 
§ 1.97(e) or fee under 37 C.F.R. §1.17(p) is required. 

In compliance with the concise explanation requirements under 37 CFR § 1.98(a)(3) 
for foreign language documents, Applicants enclose herewith a copy of an English-language 
abstract. 

37 CFR 1 .98(a)(3)(ii) states that if no translation is submitted, the Examiner will 
consider the information in view of the concise explanation and insofar as it is understood on 
its face, e.g., drawings, chemical formulas, English language abstracts, in the same manner 
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that non-English language information in Office search files is considered by examiners in 
conducting searches. 'The duty of candor does not require that the applicant translate every 
foreign reference, but only that the applicant refrain from submitting partial translations and 
concise explanations that it knows will misdirect the examiner's attention from the 
reference's relevant teaching." 204F.3d at 138, 54 USPQ2d at 1008. 

The Commissioner is hereby authorized to charge any additional fees associated with 
this communication or credit any overpayment to Deposit Account No. 50-0289. 

Respectfully submitted, 

June 13,2002 
Date 
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PATENT TRADEMARK OFFICE 



MALL, MARJAMAXB30NSKI LLP 

Peter J. BiHnsE 
Reg. No. 35,067 



Form PTO 1449 
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Koichi Komoda 



Fang Dae January 1 8, 2002 
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Practitioner's Docket No.: 967_023 PATENT 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re the application of: Koichi Komoda 

Serial No.: 10/031,360 Art Unit: 2615 

Filed: January 1 8, 2002 Examiner: James A. Fletcher 

For: PLAYBACK/RECORDING APPARATUS 



Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



"EXPRESS MAIL" mailing label number EL 963719827 US. 

I hereby certify lhat this paper or fee is being deposited with the 
United States Postal Service "Express Mail Post Office to 
Addressee" service under 37 CFR 1.10 addressed to the Mail 
Stop Amendment, Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 22313-1450 on September 13. 2004. 

Susanne C. Aregano ft 



SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 

Sir- 
Pursuant to 37 C.F.R. §1.56 and 37 C.F.R. §§1.97, 1.98, the attention of the 
Patent and Trademark Office is hereby directed to the reference listed on the 
attached Form PTO-1449. A copy of the reference listed on Form PTO-1449 is 
attached. 

In compliance with the concise explanation requirements under 37 CFR 
§ 1.98(a)(3) for foreign language documents, Applicant encloses herewith a copy of 
an English-language abstract. 

37 CFR 1.98(a)(3)(ii) states that if no translation is submitted, the Examiner 
will consider the information in view of the concise explanation and insofar as it is 
understood on its face, e.g., drawings, chemical formulas, English language 
abstracts,, in the same manner that non-English language information in Office 
search files is considered by examiners in conducting searches. "The duty of candor 
does not require that the applicant translate every foreign reference, but only that the 
applicant refrain from submitting partial translations and concise explanations that it 
knows will misdirect the examiner's attention from the reference's relevant 
teaching." 204F.3d at 138, 54 USPQ2d at 1008. 



The above information is presented so that the Patent and Trademark Office 
may, in the first instance, determine any materiality thereof to the claimed invention. 
See 37 C.F.R. §1.1 04(a) and § 1 . 1 05 concerning the PTO duty to consider and use 
any such information. It is respectfully requested that the information be expressly 
considered during the prosecution of this application, and that this reference be made 
of record therein and appear among the "References Cited" on any patent to issue 
therefrom. 

The present Information Disclosure Statement is being filed (1) no later than 
three months from the application's filing date or (2) before the mailing date of the 
first Office action on the merits (whichever is later), and therefore no certification 
under 37 C.F.R. § 1.97(e) or fee under 37 C.F.R. §1.1 7(p) is required. 

The Director is hereby authorized to charge any additional fees associated 
with this communication or credit any overpayment to Deposit Account No. 50- 
0289. 



Respectfully submitted, 



WALL MARJAMA & BILINSKJ LLP 



Date: September 13. 2004 By: 




Peter J. Bilinski 
Reg. No. 35,067 



PJB/sca 

Telephone: (315)425-9000 



Customer No.: 20874 
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